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Adan Ayala 
Dear Sir: 

I. INTRODUCTION 

A final Office Action was mailed on December 1 , 2005. In response to such Action, a 
Notice of Appeal was mailed on December 14, 2005, for the above-identified application. The 
present appeal brief is being timely filed as required under 37 CFR § 41 .37. 



II. REAL PARTY IN INTEREST 

The real party in interest in the present case is Black & Decker Inc. An assignment 
transferring all rights to the present application and resulting patents was filed in the priority 
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application, Ser. No. 60/303,496, filed July 6, 2001, now abandoned. The assignment was recorded 
on February 12, 2002 and can be found at Reel 012613, Frame 0693. 

IU. RELATED APPEALS AND INTERFERENCES 

No other appeals or interferences related to the present case are currently pending. 

IV. STATUS OF CLAIMS 

Claims 1 1-13 are currently pending and have been rejected in the present application. 
Claims 1-10 have been canceled. 

Claims 1 1-13 are presently appealed. 

V. STATUS OF AMENDMENTS 

No amendments have been filed subsequent to final rejection. 

VI. SUMMARY OF CLAIMED SUBJECT MATTER 

Pursuant to 37 CFR § 41.37 and MPEP § 1206, Applicants/appellant hereby provide a 
concise explanation of the inventions defined in the claims involved in the present appeal. 

This explanation refers to the specification by page and line number and to the drawings, as 
required by the CFR and the MPEP rules. However, the following explanation only refers to the 
embodiments disclosed in the specification and does not discuss alternative mechanisms that would 
be covered by the claims. Accordingly, the following explanation should not be used to limit the 
scope of the claims. 
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Independent Claim 1 1 calls for a method for manufacturing a battery pack 10 comprising 
the steps of providing a housing 15 and two cells 1 1, at least one cell 1 1 having a weld area 1 1 W. 
Spec, p. 4, Ins. 1 & 21. A strap 13 is welded between the two cells 11. Spec, p. 4, Ins. 2-3. The 
cells 1 1 are then disposed in the housing 15. Spec, p. 4, In. 21. The strap 13 is welded by 
disposing a first electrode 16S on the strap 13 outside of the weld area 1 1 W and a second electrode 
16C on the at least one cell 1 1 outside of the weld area 1 1 W, and providing a current between the 
first and second electrodes 16S, 16C. Spec, p. 4, Ins. 5-7. 

Claim 12 is dependent upon Claim 1 1 and thus includes the elements of Claim 1 1 . In 
addition, Claim 12 further requires that the second electrode 16C contacts a side of the at least one 
cell 11. Spec, p. 5, Ins. 4-5. 

Claim 13 is dependent upon Claim 1 1 and thus includes the elements of Claim 1 1. In 
addition, Claim 13 further requires that the second electrode 16C contacts a periphery of the at 
least one cell 1 1 . 

VII. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

Whether Claims 1 1-13 are unpatentable under 35 USC § 103(a) over US Patent No. 
5,298,712 ("Alexandres") in view of the prior art acknowledged by the Applicants ("the APA") and 
US Patent No. 4,322,597 ("Hooke"). 
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VIII. ARGUMENT 

A- Claim 11 is Patentable under 35 USC § 103 over Alexandres in view of the APA 
and Hooke. 

The Board should reverse the Examiner's improper final rejection of Claim 1 1 under 35 
USC § 103 based on the combination of Alexandres/ APA/Hooke. This is because, even if the three 
references were combined, such combination would not result in the claimed invention. Therefore, 
the Examiner's rejection was improper and should be reversed. 

Admittedly, Alexandres teaches a method for manufacturing a battery pack including the 
steps of providing two cells, at least one cell having a weld area, welding a strap between the two 
cells via two electrodes, and providing a current between the two electrodes. However, 
Alexandres does not disclose disposing a first electrode on the strap outside of the weld area and a 
second electrode on the at least one cell outside of the weld area. 

The Examiner noted that at least one of electrodes 54, 56, 58 is disposed outside of the weld 
area. However, all three electrodes are being placed on the button cap 42, which is typically the 
weld area. See, e.g., FIGS. 1C and 2C of the present application. Accordingly, Alexandres 
discloses placing three electrodes inside the weld area. 

By contradistinction, Claim 1 1 requires "disposing a first electrode on the strap outside of 
the weld area." Accordingly, such claimed element is not disclosed in Alexandres. 

Furthermore, Alexandres does not disclose placing any electrodes on the cell, as all three 
electrodes are placed on the strap. By contradistinction, Claim 1 1 requires "disposing ... a second 
electrode on the at least one cell." Such feature is not shown by Alexandres. 
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Even if Alexandres were combined with the APA and Hooke as suggested by the 
Examiner, the claimed method would not be practiced as the APA and Hooke show disposing at 
least one electrode within the weld area. 

Accordingly, the Alexandres/APA/Hooke combination does not show all claimed 
elements of Claim 11. Therefore, such combination cannot render Claim 1 1 unpatentable. 

B. Claim 12 is Patentable under 35 USC § 103 over Alexandres in view of the APA 
and Hooke. 

The Board should reverse the Examiner's improper final rejection of Claim 12 under 35 
USC § 103 based on the combination of Alexandres/APA/Hooke. This is because, even if the three 
references were combined, such combination would not result in the claimed invention. Therefore, 
the Examiner's rejection was improper and should be reversed. 

As discussed above, the Alexandres/APA/Hooke does not disclose several elements of 
Claims 1 1 and 12. Furthermore, none of the references show the second electrode contacting a side 
of the cell. The Examiner alleges that, due to the breadth of the claimed language, Alexandres 
shows the second electrode contacting a side of the cell. 

This is incorrect. As seen in FIG. 2 of Alexandres, all the electrodes contact the strap, not 
the cell. If the electrodes do not contact the cell, the second electrode cannot contact the side of the 
cell. 

By contradistinction, Claim 12 requires that "the second electrode contactf] a side of the at 
least one cell." Since such feature is not shown by Alexandres, as alleged by the Examiner, 
neither it nor the Alexandres/APA/Hooke combination can render Claim 12 unpatentable. 
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C. Claim 13 is Patentable under 35 USC § 103 over Alexandres in view of the APA 
and Hooke. 

The Board should reverse the Examiner's improper final rejection of Claim 13 under 35 
USC § 103 based on the combination of Alexandres/APA/Hooke. This is because, even if the three 
references were combined, such combination would not result in the claimed invention. Therefore, 
the Examiner's rejection was improper and should be reversed. 

As discussed above, the Alexandres/APA/Hooke does not disclose several elements of 
Claims 1 1 and 13. Furthermore, none of the references show the second electrode contacting a 
periphery of the cell. The Examiner alleges that, due to the breadth of the claimed language, 
Alexandres shows the second electrode contacting a periphery of the cell. 

This is incorrect. As seen in FIG. 2 of Alexandres, all the electrodes contact the strap, not 
the cell. If the electrodes do not contact the cell, the second electrode cannot contact the periphery of 
the cell. 

By contradistinction, Claim 13 requires that "the second electrode contact[] a periphery of 
the at least one cell." Since such feature is not shown by Alexandres, as alleged by the 
Examiner, neither it nor the Alexandres/APA/Hooke combination can render Claim 13 
unpatentable. 

IX. APPENDICES 

Applicants/Appellant have attached three appendices. In particular, Appendix A contains a 
copy of the claims involved in the appeal. In addition, Applicants/Appellant have attached an 
Evidence Appendix and a Related Proceeding Appendix. 
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X. CONCLUSION 

Based on the foregoing, Applicants/ Appellant urge the Board to rule that Claims 11-13 
are patentable over the combination of Alexandres/APA/Hooke. 

Respectfully submitted, 




'Adan Ayala 
PTO Reg. No. 38,373 
Attorney for Applicants/ Appellant 



Appendices attached 



-7- 



UTILITY PATENT B&DNo. TN2491A 

APPENDIX A 
CLAIMS INVOLVED IN APPEAL 

Claim 1 1 : A method for manufacturing a battery pack comprising the steps of: 
providing a housing and two cells, at least one cell having a weld area; 
welding a strap between the two cells; and 
disposing the cells in the housing, 

wherein the strap is welded by disposing a first electrode on the strap outside of the weld 
area and a second electrode on the at least one cell outside of the weld area, and providing a 
current between the first and second electrodes. 

Claim 12: The method of Claim 1 1, wherein the second electrode contacts a side of the at least 
one cell. 

Claim 13: The method of Claim 11, wherein the second electrode contacts a periphery of the at 
least one cell. 
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EVIDENCE APPENDIX 

No Evidence is being submitted under 37 CFR §§ 1 .130-1.132 or previously entered by the 
Examiner. 
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RELATED PROCEEDINGS APPENDIX 

There are no currently pending appeals, interferences, or judicial proceedings related to the 
present case. No Board decisions or court decisions have issued in the previous related cases. 
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